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4a) Of the above claim(s) is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) S Claim(s) 1-1 1.13-1 5.1 7-25 and 40 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10) 13 The drawing(s) filed on 21 March 2005 is/are: a)S accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) 0 The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) 0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19{a)-(d) or (f). 
a)n All b)n Some * c)^ None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1) S Notice of References Cited (PTO-892) 

2) CD Notice of Draflsperson's Patent Drawing Review (PTO-948) 

3) □ Infonnation Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 

Paper No(s)/Mail Date . 



4) □ Interview Summary (PTO-413) 

Paper No(s)/Mail Date. . 

5) □ Notice of Informal Patent Application (PTO-152) 

6) □ Other: . 



U.S. Patent and Trademark Office 
PTOL-326 (Rev. 7-05) 



Office Action Summary 



Part of Paper No./Mail Date 03032006 



Application/Control Number: 1 0/624,869 Page 2 
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DETAILED ACTION 
Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

2. Claims 1-4, 7-1 1, 14, 15, 17-19, 21, 22, 24, and 25 rejected under 35 U.S.C. 103(a) as 
being unpatentable over Creavey (U.S. Patent No. 3,033,582) in view of Udagawa (U.S. Patent 
No. 6,186,513). With respect to claims 1, 7, 10, 17, 18, 22, and 25, Creavey discloses a static 
gasket sealing between first (21) and second (20) sealing surfaces that are secured together. 
Creavey also discloses a thin carrier member (1 1), a first stopper member (15), second stopper 
member (16), a cavity formed between the stopper members, and the stopper members having a 
height above the top surface of the carrier member. The second stopper member (17) has a 
height greater than that of the first stopper member (16). Creavey further discloses an 
elastomeric seal member (17) inside the cavity, having a sealing bead with an apex greater than 
the height of the first and second stoppers. The apex is adapted to compress to the height of the 
first and second stoppers as (shown in figures 3-5), where the stoppers prevent the seal member 
(17) firom being over compressed. Creavey further discloses a second pair of stoppers on an 
opposite surface (bottom portion of gasket, mirror image stoppers 16, 17), where the stoppers 
have a height above the opposite surface. Additionally, Creavey shows a second elastomeric 
sealing member (mirror of 17, bottom portion of gasket in figures 3-5). The second pair of 
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stoppers limits the compression of the second elastomeric sealing members. Creavey shows the 
first and second stoppers formed integrally, not independently from the carrier member. 

3. Udagawa teaches a gasket assembly where a stopper member may be formed either 
integrally (El 2 in figure 6) or independently (F12 in figure 4) fi-om a carrier member (E or F). 
From this Udawgawa shows that stoppers formed integrally and independently of base members 
are equivalent and interchangeable within the art. It would have been obvious to one having 
ordinary skill in the art at the time of the invention to make the stoppers of Creavey either 
integral or independent fi-om the carrier member, as these are equivalent ways of including 
stoppers in a gasket arrangement. 

4. Examiner notes that are several limitations regarding a method of loading the gasket, or 
an intended use of the gasket, such as, "A clamp load is applied", and the gasket is "subjected to 
the clamp load". It is noted that Creavey discloses all of the claimed structural elements, and is 
capable of being loaded as claimed by applicant. It is fiirther noted that the reactive fi-om the 
surfaces 20 and 21 of Creavey are identical to the forces that would arise from the clamping 
forces recited in the claims. Furthermore, the claims are drawn only to the gasket itself Creavey 
meets all of the structural limitations of the gasket. 

5. With respect to claims 2-4, Creavey discloses the sealing bead to be a triangle, the 
volume of the cavity is greater than the volume of the elastomeric seal member, and the 
elastomeric seal member is formed fi-om a fluorocarbon. U.S. Patent No. 4,460,155 to Smith is 
cited as an evidentiary reference to show that Teflon (used by Creavey) is a fluorocarbon. 
Examiner cites Smith column 3, lines 32-34 to show this. 
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6. With respect to claims 8, 9, and 21, Creavey discloses the first and second stopper 
members (16, 17) are metal, and the apex is compressed 1.5% to 70%. 

7. With respect to claims 1 1 and 19, examiner notes these appear to be a product-by-process 
claim, where a process of making the product is claimed, in a product claim. Claims 1 1 and 19 
are product claims. As such, only the physical structure of the claim is considered. Any prior art 
reference that meets the structural limitations is considered to be capable of being made in the 
claimed manor. Examiner asserts that the elastomeric sealing members of Creavey are capable 
of being formed from any of the claimed cure systems, and the first stopper member is capable of 
being molded on the carrier. 

8. With respect to claim 14, Creavey's carrier (1 1) is made of metal. 

9. With respect to claims 15 and 24, Creavey does not expHcitly disclose the stopper 
members to have a shape factor between .15 and 10. However, since there is no showing of 
criticality of the recited range, such recited range would have been obvious to one of ordinary 
skill in the art. Altering the shape factor of an element is considered to a design choice within 
the skill of the art. 

10. Claims 17 and 40 are rejected under 35 U.S.C. 103(a) as being unpatentable over Jackson 
(U.S. Patent No. 2,513,178) in view of Udagawa. Jackson discloses a static gasket sealing 
between first and second sealing surfaces comprising a thin carrier (portion between seals 13, in 
figure 5) with first and second surfaces facing the respective sealing surfaces, and a first stopper 
member (raised portion to left of 13, in figure 5) with a first height. Jackson fiirther discloses an 
elastomeric seal (13) formed on the first surface with a height greater than the first height. The 
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elastomeric seal (13) has a thickness greater than that of the carrier. Jackson shows the first 
stopper formed integrally, not independently from the carrier member. 

1 1 . Udagawa teaches a gasket assembly where a stopper member may be formed either 
integrally (El 2 in figure 6) or independently (F12 in figure 4) from a carrier member (E or F). 
From this Udawgawa shows that stoppers formed integrally and independently of base members 
are equivalent and interchangeable within the art. It would have been obvious to one having 
ordinary skill in the art at the time of the invention to make the stoppers of Creavey either 
integral or independent from the carrier member, as these are equivalent ways of including 
stoppers in a gasket arrangement. 

12. Claims 5, 6, 13, and 23 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Creavey in view of Udagawa, as applied to claims 1, 10, and 17 above, and fiirther in view of 
Combet et al ("Combet", U.S. Patent No. 6,390,479). Creavey and Udawgawa are silent with 
regard to the dimensions of the carrier member. 

13. Combet teaches a carrier member having a thickness of less than 1 .0 mm and the 
compressed thickness is in the range of 0.015 and 1.75 mm (column 3, line 1). It would have 
been obvious to one having ordinary skill in the art at the time of the invention to change the 
thickness of the prior art carrier since such a modification is a design consideration within the 
skill of the art. In re Rose, 220 F.2d, 105 USPQ 237 (CCPA 1955). 



14. Claim 20 is rejected under 35 U.S.C. 103(a) as being unpatentable over Creavey in view 
Udagawa, as applied to claim 17 above, and further in view of Lucas et al ("Lucas", U.S. Patent 
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No. 4,635,949). Creavey and Udagawa fail to disclose an adhesive layer on the second surface 
of the carrier member. 

15. Lucas teaches a gasket assembly where a seal ring (8) is bonded to the carrier, or sheet, 
(1) by a heat resistant adhesive. The adhesive positively secures the seal (8) to the carrier (1). It 
would have been obvious to one having ordinary skill in the art at the time of the invention to 
positively secure the seal (17) to the carrier member (1 1) of Creavey. This results in an adhesive 
layer on the second surface of Creavey. 

Response to Arguments 

16. Applicant's arguments with respect to all claims have been considered but are moot in 
view of the new ground(s) of rejection. Applicant's arguments in the pre-brief conference 
request have overcome the rejection based on the combination of Creavey and Dugge. The 
claims are now rejected based on a combination of Creavey and Udagawa. 

Conclusion 

1 7. Any inquiry concerning this conmiunication or earlier communications from the 
examiner should be directed to Michael J. Kyle whose telephone number is 571-272-7057. The 
examiner can normally be reached on Monday - Friday, 8:30 am - 5:00 pm. 

1 8. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Judy Swann can be reached on 571-272-7075. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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19. Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



mk 




